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iXl Responsive to connmunication(s) filed on Jan 8, 1999 • 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parre Quayfe, 1935 CD. 11;453 0.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-10, 12-22, and 29 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



Kl Claim(s) 1-10, 12-22, and 29 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on . is Qipproved Qiisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

1X1 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
Kl All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

Kl received in Application No. (Series Code/Serial Number) 08/7 86 J 50 . ' 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: . 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
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The disclosure is objected to because of the following informalities: In the continuing data 
paragraph "continuation" should be -divisional--, the status of the parent application should be 
updated, and the reference to the specification of the current application should simply be 
deleted. Appropriate correction is required. 

Claims 1 - 10, 12 - 22, and 29 are rejected under 35 U.S.C. § 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 1 lines 2 - 5 the application of the liquid toner particles should be a method step 
within the claim. In line 6 "for" should presumably be -by—. In lines 8 - 9 it is not clear how 
the removing of the non-fixed toner particles changes the ink acceptance behavior of the layer. 
Since the toner is removed the layer is no longer present in these areas. 

Claims 1 - 10, 12 - 22, and 29 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

In claim 1 it is not clear from the specification how the breaking down of the non-fixed 
toner particles changes the ink acceptance behavior. There is no disclosure of the type of 
materials that would provide this result. 

In claim 29 it is not clear how fixing the toner in the non-image locations and removing 
the toner from the image locations results in a functional printing plate. It is not apparent from 
the disclosure which of the toner or the printing form carries the ink and dampening fluid or 
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what specific materials of the toner and the printing form would provide this. See the first full 

paragraphs on pages 10 and 12 in the specification. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the tune the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1 - 10, 12 - 14, 19, 20, 22, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Doyle (EP 099,264) in view Raschke et al. (US 3,921,527) and Calabrese et 
al. (US 4,705,696). 

Doyle teaches the mediod as recited with exception of charging the printing form, 
applying "liquid" toner particles, and erasing the fixed toner particles after a printing process. 
Note that Doyle teaches on page 4 to electrostatically charge the toner to retain it on the form. 

Raschke et al. teach the conventionality of charging the entire printing form, applying 
toner to the entire surface of the printing form, and erasing the fixed toner particles after a 
printing process. See the Abstract, colunm 3 lines 56 - 68, and colunm 5 lines 1 - 9 and 39 - 
44 of Raschke et al. 

Calabrese et al. teach the conventionality of applying and fixing liquid toner particles to 
a printing form. See the entire document of Calabrese et al. 

It would have been obvious to one of ordinary skill in the art to provide the method of 
Doyle with the step of charging the printing form and erasing the fixed toner in view of Raschke 
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et al. as an alternative to charging the toner and to reuse the printing form and provide liquid 
toner particles in view of Calabrese et al. teaching the conventionality of such. With respect to 
claim 22 it would have been obvious to one of ordinary skill in the art to supplement the solvent 
erasing step of Raschke et al. with a brush or cloth to facilitate removal of the fixed toner 
particles. With respect to claim 29 it would have been obvious to one of ordinary skill in the 
art to reverse the printing characteristics of the form and the toner. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Doyle in view 
of Raschke et al. and Calabrese et al. as applied to the claims above, and further in view of 
Back (US 3,607,255). Back teaches the conventionality of hydrophilizing the regions not 
covered by the toner. See the Abstract of Back, for example. It would have been obvious to 
one of ordinary skill in the art to provide the method of Doyle, as modified by Raschke et al. 
and Calabrese et al., with the step of hydrophilizing the regions not covered by toner in view 
of Back so as to provide an adequately hydrophilic surface on the printing plate. 

Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doyle 
in view of Raschke et al. and Calabrese et al. as applied to the claims above, and further in view 
of Chu et al. (US 4,103,616). Chu et al. teaches the conventionality of crosslinking toner 
particles with UV radiation. See colunm 3 lines 2 - 23 of Chu et al. It is noted that lamps, 
including mercury, are conventional sources of UV radiation. It would have been obvious to 
one of ordinary skill in the art to provide the method of Doyle, as modified by Raschke et al. 
and Calabrese et al., with the step of crosslinking the toner particles with UV radiation in view 
of Chu et al. as an alternative to melting the toner particles with infrared radiation. 
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Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Doyle in view 
of Raschke et al. and Calabrese et al. as applied to the claims above, and further in view of 
Peterson (US 4,020,762). Peterson teaches the conventionality of using a light source to ablate 
a carbon material from a printing plate. Carbon is a conventional material in toners. See 
column 1 lines 35 - 50 of Peterson. It would have been obvious to one of ordinary skill in the 
art to provide the method of Doyle, as modified by Raschke et al. and Calabrese et al., with the 
step of ablating the toner in view of Peterson as an alternative toner removing step. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Doyle in view 
of Raschke et al. and Calabrese et al. as applied to the claims above, and further in view of 
Tomanek (US 3,650,797). Tomanek teaches the conventionality of removing toner from a 
printing plate with an alkaline solution. See the Abstract of Tomanek, for example. It would 
have been obvious to one of ordinary skill in the art to provide the method of Doyle, as 
modified by Raschke et al. and Calabrese et al., with the step of removing the fixed toner with 
an alkaline solution in view of Tomanek as a well known alternative solvent. 

Applicant's arguments with respect to claim 1 have been considered but are moot in view 
of the new ground(s) of rejection. With respect to the 35 U.S.C. § 112, first paragraph, 
rejections applicant has not provided any specific examples to support the contention that the 
materials would have been obvious to one of ordinary skill in the art. 

Any inquiry concerning this conmiunication or earlier communications from the examiner 
should be directed to Stephen Funk whose telephone number is (703) 308-0982. The examiner 
can normally be reached on Monday - Thursday from 7:30 am to 6:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edgar Burr, can be reached at (703) 308-0979. The fax number for incoming 
official papers is (703) 308-7722, 7724. The fax number for informal papers in Art Unit 2854 
is (703) 308-2864. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4900. 



Stephen Funk 
February 16, 1999 




PRIMARY EXAMINER 



